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DETAILED ACTION 
Status of the Claims 

1. Claims 47-58 are pending. Applicant in the amendment, filed 8/6/04, canceled 
claims 1-46. Claims 47-58 are examined. 

2. It is reiterated for the record that applicant's petition reviving the instant 
application was granted; the Decision on Petition was mailed 9/13/04. 

3. Rejections of claims 1-7 and 37-46 under 35 U.S.C. 112, first paragraph, for new 
matter, and under 35 U.S.C. 112, second paragraph, as set forth in the final rejection 
mailed 2/1 1/2003, are withdrawn as rendered moot by applicant's cancellation of claims 
1-46, filed 8/6/04. 

4. Rejection of claims 1-7 and 37, 38 and 42 under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Browne et al. (Anal. 
Chem. 1996), as set forth in the final rejection mailed 2/11/2003, is withdrawn as 
rendered moot by applicant's cancellation of claims 1-46, filed 8/6/04. 

5. Rejection of claims 1-7 and 37-46 as provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over 
claims 1, 3, 4, 6-13 and 30-50 of copending Application No. 09/535,300, as set forth in 
the final rejection mailed 2/1 1/2003, is withdrawn as rendered moot by applicant's 
cancellation of claims 1-46, filed 8/6/04. 

Continued Examination Under 37 CFR 1.114 

6. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
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application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 8/6/04 
has been entered. 

Priority 

7. It is noted that the instant application is the parent of co-pending application 
09/535,300, which claims priority as a continuation-in-part of the instant application. It is 
noted further that the neither the inventive entities, nor the assignees, of the two 
applications are the same in either case. 

Information Disclosure Statement 

8. Applicant has provided two identical Information Disclosure Statements, filed 
1/26/04 and 8/06/04. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 . 1 30(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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9. Claims 47-58 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 53-74 of 
copending Application No. 09/535,300. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because an array comprising a support 
and a combinatorial library of chemical compounds attached to the support in a linear 
arrangement, and variations thereof, as in claims 47-58 of the instant application, are 
obvious, as the species anticipates the genus, over an array comprising a support and a 
combinatorial library of chemical compounds attached to the support in a linear 
arrangement, wherein the support is an optical fiber, wherein said compounds are 
peptides or proteins, and wherein the optical fibers are wrapped about a geometric 
shape, as in claims 53-74 of copending Application No. 09/535,300. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

10. Claims 47, 50-54, 56 and 58 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. These rejections are 
necessitated by applicant's amendments to the claims, filed 8/6/2004. 

Claims 47, 57 and 58, and their dependent claims, recite the language "can be 
generated" which renders the claims vague and indefinite, because it is unclear whether 
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the members of a combinatorial library are generated via the method steps as recited in 
the claimed invention or by some other way. Claim 47 recites the language "a larger 
number of products is produced than different chemical reactions are performed", which 
renders the claims vague and indefinite, because number of products can be taken to 
have more than one meaning: the actual number of products produced and the number 
of types or kinds of products produced. 

Claim 51, and its dependent claims, recite the language "related to one another 
by synthetic history" which renders the claims vague and indefinite, because the term is 
not defined by the claim, the specification does not define the term, and one of skill in 
the art would not be reasonably apprised of the metes and bounds of the invention. It is 
unclear as to how the structures of chemical compounds are "related" by "synthetic 
history", i.e., whether they are related by structure or related by process of making. 
Claim Rejections - 35 (JSC § 112, First Paragraph 

11. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact 
terms as to enable any person skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and use the same and shall set forth the 
best mode contemplated by the inventor of carrying out his invention. 

12. Claims 51-54, 56 and 58 are rejected under 35 U.S.C. § 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
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was filed, had possession of the claimed invention. This is a New Matter Rejection. 
This rejection is necessitated by applicant's amendments to the claims, filed 8/6/04. 

13. Claim 51, and its dependent claims, recites the limitation that the "members of 
the library are related to one another by synthetic history" and wherein each member of 
a first subset is separated from each "next closest member by a first distance." There 
does not appear to be specific support for this limitation in the specification as originally 
filed. Applicant should point, with particularity, to where in the specification support for 
the amendment may be found. 

Response to Arguments 

14. Applicant, in the arguments, filed 8/6/04, stated that newly filed claim 50 [actually 
claim 50] would find support for a library of chemical compounds whose members "are 
related to one another by synthetic history" and wherein each member of a first subset 
is separated from each "next closest member by a first distance", as claimed, in the 
parent application 09/253,153, e.g., p. 4, lines 14-18; p. 7, line 26-p. 8, line 17; p. 9, line 
25-p. 1 1 , line 3; p. 1 8, line 1 -p. 25, line 6. However, the examiner has been unable to 
find specific support for these limitations regarding synthetic history and next closest 
member by a first distance. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

15. Claims 47-58, are rejected under 35 U.S.C. § 102(e) as being anticipated by 
Stimpson (US 6,037,186). 

Claims 47-58 are drawn to an array comprising a support and a combinatorial 
library of chemical compounds attached to the support in a linear arrangement, and 
variations thereof. 

Stimpson at col. 1 , lines 41 -51 , col. 4, line 66-col. 5, line 3, and at col. 7, lines 61 - 
65, disclose combinatorial peptide compounds and combinatorial libraries. These 
compounds and libraries form arrays of protein or DNA compounds linearly arranged in 
arrays on materials that include covalent attachment to nylon or nitrocellulose 
membranes or other materials, as disclosed at col. 3, lines 35-col. 4, line 45, which are 
then rolled around a rod shaped support to form a tight spiral of membrane material or 
bundles (see, e.g., Figure 2C). These rod elements may be wrapped on a spool, as 
disclosed at col. 4, lines 59-66. 

16. Claims 47-54, 57 and 58 rejected under 35 U.S.C. 102(b) as being anticipated by 
Matson et al., US 5,429,807. 

Matson et al., US 5,429,807, throughout the patent, and especially at the 
abstract, Figures 1-7, col. 1, line 28-col 2, line 17, col. 2, lines 54-56, col. 3, lines 35-44, 
col. 4, line 60-col. 5, line 8, col. 5, line 29-col. 6, line 14, teach combinatorial libraries of 
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DNA attached in a linear, "one-dimensional", arrangement to a solid support that 
includes a sheet of polypropylene, wherein that attachment can be through a covalent 
bond, as evidenced by Coassin et al., US 5,554,501 (at col. 11, line 40-col. 12, line 38). 
Matson et al. states: 

Biopolymers are synthesized on the surface of the material that is 
exposed to the reagents flowing through the open channel, having a 
specific sequence which depends on the particular sequence of reagents 
supplied to the particular channel. A parallel one-dimensional array of 
biopolymers are thus formed on the support material, where each element 
of the array contains a population of biopolymers having identical 
sequence. 

Matson et al., US 5,429,807, at col. 1, lines 53-61. Thus Matson teaches members of a 

library that are related to one another. Matson states: 

Matson et al., at col. 5, lines 29-64, teach combinatorial DNA synthesis on a 

derivatized sheet mounted or wrapped on a geometrical block comprising a plurality of 

open channels. Matson et al., at col. col. 5, lines 62-64, state "[t]hus, the channels can 

be used to synthesis polynucleotides of lengths and sequences different from one 

another." Matson et al., state: 

It is noted that the term "dimension" used herein does not refer to the 
physical size and shape of the array or matrix. Rather it refers to the 
direction of the ordered arrangement of the discrete array elements. 
Therefore, one-dimensional (Mx1) array refers to an array having discrete 
elements arranged in a single direction irrespective of the size of the 
individual elements; and two-dimensional array refers to an array having 
discrete elements arranged in two directions, e.g. a MxN matrix, or an 
irregular matrix of discrete elements distributed over an area. 

Matson et al., US 5,429,807, at col. 6, lines 6-14. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

17. Claims 48, 51-56 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Matson et al., US 5,429,807, in view of Stimpson (US 6,037,186). 

Claims 48, 51-56 are drawn to an array comprising a support and a combinatorial 
library of chemical compounds attached to the support in a linear arrangement, and 
wherein the support is wrapped about a substrate in a spiral. 

Matson et al., US 5,429,807, throughout the patent, and especially at the 
abstract, Figures 1-7, col. 1, line 28-col 2, line 17, col. 2, lines 54-56, col. 3, lines 35-44, 
col. 4, line 60-coL 5, line 8, col. 5, line 29-col. 6, line 14, teach combinatorial libraries of 
DNA attached in a linear, "one-dimensional", arrangement to a solid support that 
includes a sheet of polypropylene, wherein that attachment can be through a covalent 
bond, as evidenced by Coassin et al., US 5,554,501 (at col. 11, line 40-col. 12, line 38). 

Matson does not teach an array linearly arranged on a support, wherein the 
support is wrapped about a substrate in a spiral. 

Stimpson, at col. 1, lines 41-51, col. 4, line 66-col. 5, line 3, and at col. 7, lines 
61-65, disclose combinatorial peptide compounds and combinatorial libraries. These 
compounds and libraries form arrays of protein or DNA compounds linearly arranged in 
arrays on materials that include covalent attachment to nylon or nitrocellulose 
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membranes or other materials, as disclosed at col. 3, lines 35-col. 4, line 45, which are 
then rolled around a rod shaped support to form a tight spiral of membrane material or 
bundles (see, e.g., Figure 2C). These rod elements may be wrapped on a spool, as 
disclosed at col. 4, lines 59-66. 

It would have been prima facie obvious to one of ordinary skill in the art at the 
time the invention was made, to have taken linearly arranged arrays on sheets, as 
taught by Matson et al., and rolled them around a rod shaped support to form a tight 
spiral of membrane material or bundles, as taught by Stimpson. 

One of ordinary skill in the art would have been motivated to have rolled linearly 
arranged arrays around a rod shaped support to form a tight spiral of membrane 
material or bundles, because Stimpson, at col. 4, line 66-col. 5, line 3 teaches that the 
bundles so formed for storage. 

Conclusion 

1 8. No claims are allowed. 

1 9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark Shibuya whose telephone number is (571 ) 272- 
0806. The examiner can normally be reached on M-F, 8:30AM-5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Wang can be reached on (571 ) 272-081 1 . The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Examiner 
Art Unit 1639 
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